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DETAILED ACTION 

1 . It is noticed that applicant traversed the rejection of claims 9 and 1 9 in the 
response dated 12/15/20005 only on the basis of applicant's arguments regarding 
unanticipation and non-obviousness of claims 1 and 1 1 over McCrorey. Since claims 9 
and 1 9 depends from claims 1 and 1 1 , applicant requested that these claims be 
allowable. Applicant did not traverse the official notice taken of weight body being 
constructed from steel in the final rejection of claims 9 and 19. Therefore, it is taken or 
admitted as prior art knowledge in accordance with the MPEP that steel is used in the 
art of wheel balancing weight. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1,10-11 and 20 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by McCrorey (US 2,548,842). * 

McCrorey discloses a wheel-balancing weight for mounting to a wheel with a flange, the 
weight comprising a weighted body (1 ) and a clip (6) securely attached thereto, the clip 
(6) having an attaching section which is the flat section of the clip containing hole 12 
and a gripping section constituted by fingers (7, 8) and the body having a gripping 
portion generally opposite the gripping section of the clip, the gripping section of the clip 
and the gripping portion of the body in combination defining a compartment 
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therebetween, the compartment for receiving the flange therein as disclosed in col 3, 
lines 16-19 when the weight is mounted thereto such that the gripping section of the clip 
and the gripping portion of the body are on opposite sides of the flange and grip the 
flange therebetween, the weigted body (1 ) having a number of apertures (17) 
therethrough, the clip (6) having a like number of apertures (12, 13) therethrough, each 
aperture in the clip corresponding to an aperture in the body, the weight further 
comprising a like number of attaching members, each attaching member being inserted 
through a corresponding aperture of the clip and into a corresponding aperture of the 
body to secure the clip to the body, the attaching member being a stud (14) maintaining 
a tight interference fit within the corresponding aperture of the body since the stud is 
held in the in the weighted body by no other external force without coming out. The clip 
being attached to the body in a fixed manner by each attaching member such that the 
clip is substantially immovable with respect to the body at each attaching member. The 
clip being formed as a single piece of material to include both the gripping section and 
the attaching section as shown in figs. 3-4 and 6. 

With regard to the a tight interference fit, it is factual that a tight interference fit is a 
broad terminology which place no specific degree of tightness in the claim as the word 
tight is a relative term. 

4. Claims 1, 3-4, 10-11, 13-14 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hume (US 2,036,757). 

Hume discloses in figs. 5-6 a wheel-balancing weight for mounting to a wheel with a 
flange, the weight comprising a weighted body (112) and a clip (12) securely attached 
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thereto, the clip (12) having an attaching section which is the flat section of the clip 
containing stud 13 and a gripping section constituted by overhang 12 and the body 
having a gripping portion generally opposite the gripping section of the clip, the gripping 
section of the clip and the gripping portion of the body in combination defining a 
compartment therebetween, the compartment for receiving the flange therein when the 
weight is mounted thereto such that the gripping section of the clip and the gripping 
portion of the body are on opposite sides of the flange and grip the flange 
therebetween, the weigted body (1 1 ) having a number of apertures therethrough, the 
clip having a like number of apertures therethrough, each aperture in the clip 
corresponding to an aperture in the body, the weight further comprising a like number of 
attaching members (13), each attaching member being inserted through a 
corresponding aperture of the clip and into a corresponding aperture of the body to 
secure the clip to the body, the attaching member being a stud (13) maintaining a tight 
interference fit within the corresponding aperture of the body since the stud is held in 
the in the weighted body by no other external force without coming out. The clip being 
attached to the body in a fixed manner by each attaching member such that the clip is 
substantially immovable with respect to the body at each attaching member. The clip 
being formed as a single piece of material to include both the gripping section and the 
attaching section as shown in figs. 5-6. 

The weight being made of extruded metal and comprising apertures in the body, two 
apertures in the clip and two attaching members (13) as shown in figs. 5-6 in 
accordance with claim 3. 
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wherein the wheel has an axis and each aperture in the clip, each aperture in the body, 
and each attaching member is axially aligned to be generally parallel to the axis of the 
wheel in accordance with claim 4. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 9 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hume (US 2,036,757). 

Claims 9 and 19 

Regarding using a weight body constructed steel as recited in claims 9 and 19, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Hume to include the use of a weight body constructed of steel in his advantageous 
system, as balancing weight material selection is a common and everyday occurrence 
throughout the balancing weight design art and the specific use of a weight body 
constructed of steel would have been an obvious matter of design preference 
depending upon such factors as the amount of unbalance force in the wheel, the yield 
strength of the balance weight material; the ordinarily skilled artisan choosing the best 
stress profile corresponding to a particular loading imposed on the wheel which would 
most optimize the cost and performance of the device for a particular application at 
hand/based upon the above noted common design criteria. 
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Response to Arguments 

7. Applicant's arguments filed 12/15/2005 have been fully considered but they not 
persuasive. 

A. Summary of Applicant's argument 

1 . The McCrorey element 6 which is fixedly attached to the McCrorey body weight 
1 cannot be interpreted to be the recited clip of claims I and 1 1 for the reason that such 
element 6 does not have a gripping section that along with a gripping portion of the 
body grips the Mccrorey rim c therebetween, as was alluded to above." 

B. Response to Argument 

1 . In response to applicant's argument, it's factual and accurate that McCrorey 
discloses a clip (6) which meets all of the limitations of the amended independent claims 
1 and 1 1 . As explained in the rejection above, clip member 6 comprises two strips or 
fingers integrally attached to an attaching section (flat section of the steel plate 
containing hole 12). When clip member 6 is mounted on the weight body 1 , these 
fingers define a space opening or compartment which receives the rim. This is 
explained in col 3, lines 16-19 of McCrorey. Fig. 3 of the drawing clearly shows the 
mounting of the these fingers on the rim in plain view. If one draws a straight line 
joining the tips of these fingers in fig. 3, it is factual that the same straight line intersects 
the edge of the outer edge of hole opening 20 at point C1 . When turning into Fig. 4, its 
factual that point C1 reveals that fingers 7 and 8 are over flange (c) or the rim of the 
wheel. Therefore, applicant's argument regarding the failure of clip 6 to provide the 
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functions of clipping, clamping or gripping as would a clip do is weak in light of the 
disclosures of McCrorey. 

It should also be pointed out that the attachment of clip member 6 to weight body 1 
discloses a weight member and clip combination which is similar to applicant's 
disclosure as seen in figs. 2B and 2C. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

Hoffman et al, Seri, Ende, Wright are cited to show related wheel balancing weight 
comprising clips attached to the rim. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantz F. Jules whose telephone number is (571) 272- 
6681 . The examiner can normally be reached on Monday-Thursday and every other 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph S. Morano can be reached on (703) 308-0230. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 



Application/Control Number: 10/666,155 



Page 8 



Art Unit: 3617 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Frantz F. Jules 
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